
344 REPORTS O:B-; PATENT, DESIGN, [June 21,1899.

The National COJJlJ)arty for the Distribution of Electricity by Secondary
Generators, u: v. Gibbs.

assignment of the Patent, and when it is once held that Gaulard'» representative
is not a necessary party to the assignment, it wil l be somewhat remarkable if
the purchaser can require the concurrence of the representative, not for the
purpose of assigning, but solely for the purpose of entering into a covenant
binding herself, not in her individual character, but solely in her representative 5
character and to the extent of GauJard's assets. I doubt whether such a deed
of assignment was ever seen. Certainly I never saw such a deed. It may be
that the proper form of covenants for title in an assignment by two joint
tenants is to make them not joint, but joint and several. But it does not follow
that after the death of one of the joint tenants before assignment, his represen- 10
tative can be required to join for the mere purpose of covenanting. In the third
place, the obligation in question is not one which the law implies from the
contract of sale. It is a special and peculiar stipulation for which the Plaintiffs
have bargained and which they have obtained from the vendors. In this point
of view it is difficult to see what justification there can be for enlarging or 15
altering the words used. Those words provide that the deed shall contain a
covenant by the vendors, NO\V such a covenant in the absence of any qualifying
context must be a joint covenant. 'I'ho case of White v, Tyndall in 13 Appeal
Cases, page 263, is a direct authority on this point. 'I'he form of the covenant
is joint and I do not feel justified in making it several. 20

For those reasons I have arrived at the conclusion that the Plaintiffs are not
entitled to any relief against Gaulard:« representative. It follows that the
action must be dismissed with costs, and that the counterclaim must Iikewise
be dismissed with costs, there being the usual set-off. If it should be held that
I have erred in the view I have taken upon the points which alone have been 25
argued, it will be necessary that the action should be SPlit back, in order that
the other matters raised by the pleadings may be adjudicated upon.

IN THE HIGH COURT OF JUSTICE.-OHANCERY DIVISION.

Before MR. JUSTICE BYRNE.

March 7th, 8th, and 9th, April 15th, and May 12th, 1899.

THE WELSBACH INCANDESCENT GAS LIGHT COMPANY, LD., v. THE DAY

LIGHT INCANDESCENT MANTLE OOMPANY, LD., AND OTHERS.

30

Patent.-,A..ction for infrirutement.e-Gonetruction of Sl)eci.ficrttiol~.-lnfril~ge
ment.i-Judoment for Plaintiffs.-Costs as betioeen solicitor and client.-Defen-
dani 1~rregularly served. 35

In 1885 a Patent ioas granted to lV. for the manufacture of an illuminant
appliance for gas and other burners. For this purpose he stated in his
Specification that he emploued a compound of oxide of lanthanum and
eirconiurn, or of these ioitli oxide of yttriuJn, that he found the follouJing pro
portions very suitable, 60 IJer cent. oxide of zircon/tum" 20 jJer cent. oxide Of, 40
lanihanum; and 20 lJer cent. oxide of yttriU,JI1 , that the oxide of yttri'llJn might
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be dispensed ioitn, the composition then beiru) 50 '1)er cent. oxide of zirconium
and 50 per cent. of lanthanum, that instead of usinq oxide of yttrium, ytterite,
and instead of oxide of lantha.num; cerite earth, containing no didsrmiurn, and
but little cerium, might be emploued. The process described consisted of impreg-

5 nating a fabric ioitli a solution of nitrates or acetates of the oxides, and
after exposing ,it to ammonia gas burninq o.-tJ the fabric, leaving the earthy
matters in the form of a skeleton cal) or hood. The Patentee also stated that the
fabric could be painted with or dipjJed into a concentrated solution of the salts
so as to provide a fresh layer of the metallic salts. He claimed " the manu-

10 "facture substantially as herein described, of an illuminant appliance for gas
" and other burners, consisting of a cap or hood made of fabric impregnated uiith.
" the substances mentioned and treated as S9tforth." The oumers of this Patent
brought an action for infrinqemeni of the same against a Comparut, who uiere
manuf'acturinq mantles, which consisted sl!Jbstantially of zirconia urith. a half

15 per cent. of cerium, the mantle of zirconia being made by W.'s process, and
beinq painted ioith. a collodion solution of cerium. The Defendants denied
infringement and alleged that, if the Patent covered what they did, it uias bad
for insufficiency and uio.nt of 'ntiZ,ity. Cerite earth, mentioned in the Specifi
cation, uias proued to be the principal source of lanthanum, and to consist

20 substantiallu of cerium, lanthanum, and didurnium.
Held, that the Defendants. had infringed the Patent. Judoment was given

for the PlaintijJswith costs, and (a certificate of validity having }Jreviously been
gran,ted) no order WCtS made depriving the Plaintiffs of costs as between solicitor
and client.

25 One of the Defendants was Secretary of the Defendant Comparu), He
delivered no defence, bu: adopted that of the COIJljJany at the trial and appeared
by the scone counsel and solicitors.

Held, that an. injunction ought to be aioarded aoainst hint ioitl:costs, but under
the circumstances no 'inquiry as to damaqes.

30 In 1885 Letters Patent (No. 15,286 of 1885) were granted to Carl A uer von
Welsbach for an invention of the "Manufacture of an illuminant appliance
" for gas and other burners."

The Complete Specification was as follows :-
" My invention relates to the manufacture of an illuminant appliance in the

:15 "form of a cap or hood to he rendered incandescent by gas and other burners
" so as to enhance their illuminating power. For this purpose I employ a
" compound of Oxide of Lanthanum and Zirconium or of these with Oxide of
"YttriuID, which substances in a finally divided condition when they are
" heated by a flame give out a full, large, almost pure white light, without

40 "becoming volatilised or producing scale or ash, even after being kept incan
" descent for many hours, but remain efficient without deterioration even when
" they are long exposed to the air.

"The proportions in which the substances are compounded may be varied
" within certain limits. I have found the following proportions very suitable:

45 " 60 per cent. Zirconia or Oxide of Zirconium.
" 20 per cent. Oxide of Lanthanum.
" 20 per cent. Oxide of Yttrium.

" The Oxide of Yttrium may be dispensed with, the composition being then:
" 50 per cent. Zirconia.

50 "50 per cent. Oxide of Lanthanum.
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" Instead of using the Oxide of Yttrium, Ytterite earth, and instead of Oxide
10' of Lanthanum, Cerite earth containing no Didymium, and but little Cerium,
" may be employed.

" For applying the substances mentioned as an illuminant, I use a fine fabric
" preferably of cotton previously cleansed by washing with hydrochloric acid. 5
" I saturate this fabric with an aqueous solution of nitrate or acetate of the
" oxides, and gently press it until it does not readily yield fluid, so that in
" stretching or opening out the fabric, the fluid does not fill up its meshes. The
" fabric is then exposed to ammonia gas and, when it has been dried, it is cut
" into strips and folded into plaits. One method of giving the desired shape to 10
" the cap or hood is to draw a fine platina wire through the meshes of the net and
" bend it to the form of a ring so as to give the fabric the shape of a tube, the
,( edges of which are then sewn together with an irnpregnated thread. The cap
" or hood thus formed can be supported on cross wires in the chimney of the
"lamp. The platina wire ring may be attached to a somewhat stronger platina 15
" wire to form a supporting stem by which the net can be secured to a holder
" on the burner tube, the net itself being at such a height that the platina ring
"is an inch or more above the burner. On igniting the Harne, the fabric is
"quickly reduced to ashes, the residuum of earthy matters nevertheless
" retaining the form of a cap or hood. 20

"For part of the Zirconia a mixture of rnagnesia and zirconia may be
" ernployed with a little loss of intensity of the light.

"Obviously fabrics of various forms or constructions may be employed
H according to the character of burner to which they are applied. In order to
"protect the fabric and prevent its rupture when it is exposed to a strong 25
"current of gas, stronger threads can be added to the fabric before it is
" converted into ashes. Also the fabric can be painted with or dipped into a
" concentrated solution of the salts so as to provide a fresh layer of the motallic
" salts which becomes fully oxidised soon after the fabric has become incan
"descent. In order to strengthen the connection of the cone of earths to the 30
" platinum wire, those parts of the fabric which are next the wire are more
" fully impregnated with the solution or with a solution of about equal parts of
" nitrates of magnesiurn and aluminium."

'I'he Patentee claimed :-" The manufacture substantially as herein described,
" of an illuminant appliance for gas and other burners, consisting of a cap or 35
" hood made of fabric impregnated with the substances mentioned and treated
" as set forth."

On the 22nd of November 1~98, The Welsbach Incandescent Gas Light
COlnjJany, Ld., who were then the registered legal owners of the Patent,
commenced an action against The Daylight Incandesceni Manc!« COriZl)any, 40
Ld., Arthur Hill, and others, for infringement of the sarne, clairning the usual
relief and costs as between solicitor and client. The Plaintiffs by their State
ment of Claim alleged that they were the registered legal owners of the Patent
that the Defendants had infringed, and that in an action in which The Incandes
cent Gas Liqhi COnLjJany, Ld., were Plaintiffs and The Deimel Light Comparut, 45
Ld., and one Hans Hirschfeld were the Defendants, a certificate that the
validity of the Patent came in question was granted by Mr. Justice Homer,
The Particulars of Breaches alleged that the Defendants had infringed the
Patent by making, using, selling, and offering for sale mantles for incandescent
gas lighting constructed in accordance with the Patent, and alleged a specific 50
sale by the Defendants on the Loth of October 1898 of 12 mantles for incan
descent gas lighting not of the Plaintiffs' manufacture, made in accordance
with the invention described in the Specification of the Patent and claimed in

~ the claiming clause thereof.
The Defendant Company by its Defence and Particulars of Objections denied 55

infringement, and stated that the Defendant Company would contend that' if
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the claim of the Specification filed in pursuance of the application for the
Patent was so construed as to include a mantle composed of the materials used
by thern in the construction of the mantles complained of, then the Patent
would be invalid on the grounds of which the following were the particulars :-

5 (a) The said Specification was insufficient by reason that it did not particularly
describe and ascertain the nature of the invention and in what manner it was
to be performed; (b) the said Specification included and claimed combinations
which were useless.

The Defendant Hill delivered no defence.
10 Moulton, Q.C., 11

• 11er r'ell, Q.C., Ro,qer Wallace, Q.C., and ...4. J. lValter
(instructed by Faiihfull and Oiceny; appeared for the Plaintiffs; Binisfield;
Q,C., J. C. Graham" and H. A. Colefcu: (instructed by Parker, Garrett, arul
Holmans, appeared for the Defendant Company and the Defendant A. Hill.

....Moulton, Q.C., opened the Plaintiffs' case.-This is an action for infringe-
15 ment of the fundamental Patent of this class, in which instead of the luminosity

of gas being directly utilised, it is used to raise solid bodies to a very high
temperature, they giving out a far greater amount of light than would come
from the luminous gas. The Patent has been the subject of several actions and
has been upheld. There is no contest as to the sale of the article or as to its

20 nature; validity is not directly challenged, but infringement is denied, and the
Defendants plead the dilemma that if the Specification is construed so that
they infringe, (1) it is insufficient, and (2) it would include and claim com
binations which are useless. Neither of these can be relied on as proposed.
These questions do not depend on infringement but on the Specification;

25 there is no suggestion that the invention is not novel or that there is not
subject-matter. The Courts have already interpreted the Specification. In the
action against The Deimel Light COJnjJany and Hirschfeld, which, after two days'
hearing, was settled as regards the Company, a judgment was taken against
Hirschfeld who did not appear, and a certificate of validity was granted. Then

00 in The Incandescent Gas Light COJnjJctny, Lei. v. The De Mare Incandescent
Gas Liqli; Suetem, Ld., 13 R.P.C. 301, and on Appeal p. 559, the Patent was
held valid, and it was held. that it was infringed. In '111u3 Incandescent Gas
Light Cornparut, Ld. Y. The ~h{;nli!Jht Incandescent Gas Lauq. C01UjJaJ,/;Y, Ld.,
13 R.P.C. 333, the issue of infringernent was decided against the Plaintiffs.

35 The main point on the appeal in the De Mare case 'was the scope of the
Patent. 'I'he defence here is based on a misapprehension of part of the
judgment of Wills, J., in the 8 1un light case. The Court of Appeal, acting on
the principle of Clarke v. Adie, considered what was the substance of the
invention, in order to say whether the substance had been taken, It was

40 known that solid bodies gave out more light at the same temperature than
gaseous bodies, e.g., the limelight, and ways had been tried of subjecting
these refractory earths to such ternperatures, but no result was obtained like the
limelight. The Patentee took two great steps. First, he got a new structure
for his incandescent body. He took a fabric made of textile material, and

45 instead of taking an oxide he took a nitrate of the oxide, and, after making a
solution, he dipped the textile material in it and afterwards set fire to it. The
fluid ran through all the fibres carrying the material with it, and the fibrous
material was then burnt, and the nitrates were destroyed leaving the oxides in a
coherent form,-a simulacrum of the fabric in the form of coherent and hard

50 oxides. These being in the form of fine fibres would stand great changes of
temperature without breaking. The second step was to bring into use as
his material a class of bodies known as the rare earths, only one of which
had ever been turned to a useful purpose.

The oxides of these rare earths have great resistant properties and give out an
55 intense light when heated to incandescence. They are all more or less alike in

physical properties. The best known of these is zirconia; but zirconium is
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perhaps, hardly a rare earth. It had been proposed as a substitute for magnesia.
But the others had never been put to any useful purpose. [The Specification
was then read.] Ytterite earth and cerite earth would, between them, represent
the rnaterials from which all these rare earths are obtained, in ytterite earth
the yttrium is most present, and in cerite earth the cerium is most present; :>
but it is obvious that the Patentee had found that all the rare earths would
do, but that didymium must be discarded, and cerium, although it need not be
discarded, must not be present in large quantities. Tho second part of the
Specification describes the method of getting the new incandescent structure.
The part referring to the ammonia has been held in the De ;..l1are case not to be 10
a necessary part of the process. The Specification points out that there may be a
painting or dipping after the mantle has been burnt off in order to strengthen it.
The language of the claim appears, at first sight, somewhat restricted. In the
De Mare case one of the infringing mantles was composed of 50 per cent.
zirconia, 30 per cent. erbia, 10 per cent. of sulphate of magnesium, and 5 per 15
cent. of sulphate of bismuth, which, however, passed off. Another was 84 per
cent. of oxide of zirconium, 9 per cent. of the oxide of the yttrium metals, and
7 per cent. of oxide of magnesium, It was said in that case that the substances
mentioned were not used, but the real invention was getting, by means of solutions
of soluble salts, a skeleton of resistant oxides belonging to the rare earths, of 20
which specimens are given in the Specification as prescriptions; and the 
Specification tells one that, instead of the definite bodies referred to, substances
can be used which contain a mixture of these rare earths. In the De Mare
case, Wills, J., held that the substance of the invention had been taken, and
the Court of Appeal upheld the decision. The Sunlioh! case was on the border 25
line. The Defendants used zirconia and alumina, but not as illuminants ; they
did not dip the mantle a second time as Wclsbacli suggested, but they sprayed
chromium over it, which is not a rare earth, and to this it owed its brilliancy.
Wills, J., held that they had taken part of the invention, namely, the mode of
making the appliance, but the claim was not for that alone, and the illuminant 30
used being of quite a different class, he held that there was no infringement.
In the present case the Defendants use a mantle exactly such, as far as structure
is concerned, as the Patentee proposed, dipped into a solution of soluble salts of
zirconia and lime, with some traces of magnesia and iron. The lime goes off
after burning for a time, so substantially it is a zirconia mantle. That of itself 35
would not give enough light, so after burning off, the Defendants put a little
cerium on. Welsbach contemplated cerium, although not much of it, and it is
one of the rare earths. There is about a half per cent. of cerium. [B(n/.Jsfield, Q.C.
-I agree as to the effect of the lime, the mantle is really zircoui um, plus a half
per cent. of cerium.] The cerium is put on after burning, but Welsbach expressly 40
mentions that there may be a further dipping or a painting. This is a stronger
case than the De Ma.re case. The cerium is a very irnportant agent in the
illumination. There is not, as in the Sunlight case, an illuminant employed of
a different class from those mentioned by Welsbuch; The Defendants make
their zirconia mantle as described, they then dip it into alcohol which has 45
cerium dissolved in it, they then burn it off as Welsbach described. It was not
decided in the JS1ttn light case that using Welsbach'« method was not a large
step in using the Patent. It was there used as a basis for a different method of
procuring illumination. Here substances mentioned in the Specification are
used. Erbium, which was used by the Defendants in the De Mare case, was 50
not mentioned. I submit that the Court of Appeal held that no one may use
any of the rare earths. [The judgments of Wills,J., in Incandescent Gas Light
Companu, Ld., v. De Mare Incandeecent Gas Light Sfy8teJn, Ld., 13 R.P.C. at
F. 318, and in Incandescent Gas Light CornjJany, Ld., v. Sltnl'ight Incandescent
Gas Lamp COmj)a1lY, Ld.,13 R.P.C. at p. 343, and of the Court of Appeal, 55
in the former case reported at 13 R.P.C. p. 570, were then read.] These
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judgments all show that one has to take the whole of the invention to consider
what is done, and to decide, as a fact, whether the substance of it has been
taken; Welsbach must have found that cerium would do, but not in large
quantities. He distinguishes between the case of didymium and that of cerium.

5 The illuminant used by the Defendants is a mixture of the rare earths, and
infringement is clearer than in the De .LMare case. Then it is said that, if the
Patent includes what the Defendants do, it is bad for want of sufficient
directions. If a man experiments to find what blends are best, he may get a
Patent for a good blend, but if he uses it he is using our Patent. The Patentee has

10 given sufficient information, as far as his in vention goes. It is also said that it would
include mixtures that were useless. The Patentee has given practical directions
to enable the public to use the invention; the objection that the mantles may
be made so bad that people would not use them, is bad in law. It is absurd to
say that there is not utility. [Bolts..field, Q.C.-If the Patent includes a claim

15 for a thing which is useless, it is bad.] The fact that, although the Patent
guides you to get a useful result, JOu can work it in a way that would be
useless, does not invalidate it.

The following witnesses were called by the Plaintiffs, namely, Professor
J. Dewar and Mr. H. Ballantyne. Sir Wiiliam Crookes gave evidence on

20 hehalf of the Defendants.
Bousfield, Q.C., and Graham summed up the case for the Defendants.-The

case turns on the proper construction of the Specification. In the former cases
it was argued that lanthanum was an essential constituent of the mantle.
The Master of the Rolls pointed out that the use of lanthanum was claimed.

25 We now put forward the same construction as we contended for in the
previous cases, for this case may go further, but, besides that, upon the
judgments in those cases I submit that the Defendants are entitled to succeed.
The claim is not merely a claim fora prescription or for a process, it involves
both, and is therefore more limited. If the substances mentioned were taken,

30 but not the process, there would not be infringement; and if a mantle was
made by the treatment, but not by the use of the substances mentioned or their
permissible equivalents, there would not be infringement. To constitute
infringement, it must substantially be made of the materials directed and in
the manner directed. The pith and marrow of the invention is what the

35 Specification makes the pith and marrow. The Court has to look at the
invention as claimed, and say whether what has been done is substantially
covered by the Specification. 'I'he treatment as set forth does not incIude the
subsequent coating. Wills, J., held in the Suniioh; case, that to make the
skeleton of zirconium and aluminium and to coat it with chromium was not

40 treating it in the manner described by the Patentee. But the more important
part of our case turns on the meaning of "the substances mentioned." The
Plaintiffs have to show that a mantle made of zirconium with a little cerium is
made of the substances mentioned. The prescriptions given are about half
zirconia and half rare earth. A half per cent. of cerium cannot be the equi-

45 valent of 40 or 50 per cent. of rare earth. The portion of rare earth may,
according to the Specification, be 50 per cent. of lanthanum or 20 per cent. of
lanthanum and 20 per cent. of yttrium, Then instead of the oxide of yttrium
ytterite earth, and instead of the oxide of lanthanum cerite earth may be used.
Our proportions are outside any permissible variation of limits. The" sub-

50 " stances mentioned" cannot mean the separate substances; for instance, a
zirconia mantle would not be covered. The compounded substances are meant.
It is the duty of a Patentee to accurately define his invention. If he makes his
claim so wide as to include a number of things that are useless, that invalidates
his Patent. A claim is in the nature of a disclaimer. The Courts have held

55 that the Patent is for mantles made according to the process and made sub
stantially of zirconia and the rare earths, but we submit that cerium is one of the
rare earths excluded from this Specification. Cerite earth is the great source of
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lanthanum ; when you precipitate this group from the mineral you get HO per
cent. CeriU111 and In per cent.lanthannm and didymium. It was the lanthanum
that the Patentee wanted. Cerium was only mentioned to warn against its use.
'I'he question of construction must be looked at in the light of the knowledge
of the time. [Professor Deuiar's evidence at the trials in the De Mare and 5
Sunliqh! cases was referred to.] Didymium and cerium are bracketed together
in the Specification; practically one is told not to take them. It was only in
1893 that it was discovered that a little cerium was a very useful thing, until
then it was supposed to be harmful. Nobel's Eoiplasiue« COlnpa/ny V. Anderson,
11 R.P.O. 115 and 519, is an analogous case to this; there the insoluble nitro-eel- 10
lulose was excluded and the soluble clairned. But the soluble had S0111e insoluble
in it. Here one would CODle to the conclusion from the Specification
that the use of ceriUIn was to be avoided. The k'Jittnlight case decided
that a skeleton of zirconia was not within the Patent, for if it had been
the Defendants would not have escaped b~y" merelv adding chromium. 15
'I'here is a difference due to the ceriurn being added afterwards; the
interstices of the skeleton of zirconia are filled by the cerium. If the
mixing is in the solution a homogeneous result is obtained. There is a
conflict of evidence between Professor Deuiar and Sir William Crookes on this
point; the latter finds that the coating gives the best result. W£lls, .l., draws 20
a distinction as to the coating. 'I'he expression" rare earths" is not in the
Specification, and if the claim had been for a combination of zirconia and the
rare earths it would have been bad, because didymium would not do and
neither would cerium in any proportions like those mentioned. 'I'ho claim
therefore cannot be treated as one for a mantle made of zirconia and the rare 25
earths and treated as set forth. It must for the Patentee's own sake be
modified by the exclusion of didymium and of cerium except in small
quantities. The Patentee did not intend to include cerium and did not
contemplate proportions which would permit cerium to be used as an
equivalent for lanthanum. The phrase" but little cerium" does not indicate 30
reserving a little cerium, it really means that it should be got rid of.

J.llo'i{;ltOl~, Q.C., replied.-rrhe Def'endants' mantles are made in the manner
described in the Specification, the only variation being that in the second part
they use a collodion solution instead of an aqueous solution. 'I'hen as to the
materials used, the only change which the Defendants have made is the 35
omission of lanthanum. 'I'he Oourt of Appeal have decided that, the invention
not being the prescription merely, the omission of lanthanum is not sufficient
to take one out of the Patent. In the De Mure case a substance, viz., erbium,
not mentioned was used; it was contained in ytterite earth, but was not an
equivalent for it. But it was said that leaving out lanthanum, with or without 40
an equivalent, was not sufficient to take one out of infringement. 'I'his is an
a fortiori case. In the Nobel ease there were words which were words of
exclusion only. The Patentee has expressly made a distinction between
didymium and cerium. He contemplated the use of zirconium, lanthanum, and
a little cerium, as Sir William Crookes admitted. The substance of the 45
invention has been taken.

BYRNE, J.-The issue in the present case is one of infringement. The
Specification of the Welsbach Patent, which is alleged to be infringed, has been
very fully expounded in the two judgments of Mr. Justice Wills in the cases
of the In/candescent Gas Light ConzjJany V. The De Mare Incandescent Gas 50
Liqht 6'1y stern , Ld., and of the same Plaintiffs against the Suniioht Incandescent
Gas Lamp Compa.nu, Ld., and in the judgments of the Court of Appeal in the
former of those cases; and I do not consider it necessary to go over the ground
covered by those judgments, except so far as may be required to explain the
present decision. 55

In the De Metre case" after a close examination of the construction and scope
of the Secification, having regard to the knowledge of chemists at its date,

 by guest on M
arch 17, 2016

http://rpc.oxfordjournals.org/
D

ow
nloaded from

 

http://rpc.oxfordjournals.org/


Vol. XVI., No. 17.J AND TRADE MARK CASES. 351

The Welsbach Incandescent Gas Light COrJ1JJany, Ld., v. The Dayl1:ght
Incandescent Mantle Co'mpany, Ld., and Others. I

Mr. Justice Wills says as follows :-" It seems to me now possible to understand
" exactly what the Patentee claims. It is not the prescription, apart from the
" rest of the process. It is not the construction of the skeleton, or, as it has
" been aptly termed, a simulacrurn of the vegetable fabric-in any oxides-or

5 "in any oxides which give good and durable incandescence (a claim which
" would certainly vitiate the Patent), but it is the combination of the various
" essential elements in the process described, the manufacture of the hood out
"of the substances mentioned by the Patentee (no doubt because he had
" ascertained that they would answer) by the means of impregnation with the

10 "blends of salts within the descriptions and proportions indicated by the
" Specification, including, of course, all such variations of proportions or of
" strength of solution as are fairly within the Specification as it would be
" understood by a competent workrnan, and brought to its final condition for
" every-day use by being put into the burner, and so having the carbon filaments

15 "and threads burned out, and the anhydrous oxides left in the precise shape
" which the fabric had, till burned out, assumed. If the process which the
" Defendants held out that they were going to use is substantial] y identical
"·with this process, they are liable in this action. If it is not so, they are
" entitled to my judgment." So much for the Patentee's claim. Next, as to

20 the real substance of the invention, and HS to the test to be applied in ascer
taining whether or not there has been an infringement, I will read one more
passage from the judgment of Mr. Justice Wills in the De Mare case:
" Welsbach certainly discovered, for the first time, a method by which a skeleton,
" frail but durable, of the resistent earthy oxides mentioned by him, could be

25 "obtained which would give practically a means of obtaining light by
" incandescence which would surpass the economy of the best modes known of
" getting illumination from gas. His Specification claims the whole process bJ"1'

" which he arrived at that result. Out of it the Defendants take the impregna
" tion of the fabrics by blends of salts of zirconia and of the rare earths, and

30 "the reduction of these to anhydrous oxides forming the simulacrum of the
"fabric. I am satisfied by the evidence that it is this mode of getting blends
" of the specified oxides into the shape of the fabric out of which the hood has
" been made that has rendered the process of any use, and that a mere 'variation
" of prescriptron, extending even to the omission of lanthanum, is of very trifling

35 "consequence in comparison." I now turn to the Specification, bearing in
mind what has already been determined in reference to the true construction to
be put upon it. The prescription referred to as to materials to be employed is
to be found in these passages :-" For this purpose I employ a compound of
"oxide of lanthanum and zirconium, or of these with oxide of yttrium."

40 "The proportions in which the substances are compounded may be
" varied within certain limits. I have found the following proportions very
" suitable: 60 per cent. zirconia, or oxide of zirconium; 20 per cent. oxide of
" lanthanum; 20 per cent. oxide of yttrium, The oxide of yttrium may be
" dispensed with, the composition being then: 50 per cent. zirconia; 50 per

45 "cent. oxide of lanthanum. Instead of using the oxide of yttrium, ytterite
"earth, and instead of oxide of lanthanum, cerite earth containing no
" didymium, and but little cerium, may be employed For part of the
" zirconia a mixture of magnesia and zirconia may be employed, with a little
"loss of intensity of the light." Cerite earth contains, besides some slight

50 traces of other matters (which for present purposes may be disregarded)
lanthanum, didymium, now known, (but at the date of the Specification not
more than suspected) to be in itself a compound of rare earths and cerium.

It has been determined in the De Mare case that, notwithstanding the
prominent place occupied in the alternative prescriptions given, to the oxide of

55 lanthanum, there may' be an infringement of the Patent, although oxide of
lanthanum be altogether omitted in the prescription used by the infringers.
Passing'[by, for the present, a point in reference to the method of application of
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the cerium, with which I shall have to deal later on, I have first to consider
whether or not the Defendants, who admittedly use a very small proportion of
cerium, together with zirconia, and certain other immaterial matters, are making
use of the Plaintiffs' prescription.

For the Defendants, it is said that the reference to cerium in Welsbach's 5
Specification is merely a reference for warning against its use, and the main
contest has turned upon the true meaning of the sentence in the Specification,
" and instead of oxide of lanthanum cerite earth containing no didymium, and
" but little cerium, may be employed." It appears that, at the date of the Patent,
the true value of cerium, as assisting illumination, was not fully understood. 10
More recent discovery has shown that it is for that purpose most valuable, and
the Defendants say that, although the inventor tells the world that but a little
cerium may be used with lanthanum, he only does so incidentally in a sentence
designed to warn against the use of that substance, and, therefore., as meaning it
would be better if it were got rid of altogether. I do think that it is the fair 15
reading of the Specification. The claim is in terms for "the manufacture,
" substantially as herein described, of an illuminant appliance for gas and other
"burners consisting of a cap or hood made of fabric impregnated with the
"substances mentioned and treated as set forth." Now the substances mentioned
as one alternative prescription are of zirconia, and cerite earth deprived altogether 20
of didymium and of all but a little cerium. If the inventor had meant that
cerite earth, deprived altogether of cerium, would be better than the same earth
containing but a little of that substance, it would have been most easy and most
natural for him to say so. If I have rightly apprehended the evidence, to have
prescribed cerite earth, containing no didymium and no ceriurn, would have 25
been to say, instead of oxide of lanthanum you may use cerite earth deprived of
everything material except oxide of lanthanum. It is quite clear, I think, that
the inventor knew at least that the presence of a little cerium would do no harm,
and that much ceriurn would be injurious. I think he means and intends that,
instead of pure lanthanum, a mixture of lanthanum and cerium may be 30
employed. His warning is against much cerium; his prescription is no
didymium and a little cerium. The Defendants get rid of oxide of lanthanum
altogether, but this will not serve them; they use a little, a very little, cerium,
and rely upon it mainly for their illumination; but apart from minute verbal
criticism, in substance the inventor says, instead of oxide of lanthanum you may 35
use cerite earth deprived wholly of didymium and of all but a little cerium.

It was further argued that the inventor says that the proportion in which the
substances are compounded may be varied within certain limits, and that this
variation must be intended for limits within which the Defendants do not
come, inasmuch as they use only half per cent. of cerium to over ninety per 40
cent. of zirconia and no lanthanum. The range of limit given is, as appears by
the prescriptions themselves, very wide, and having regard to the fact that the
proportion of cerium is obviously intended to be very small indeed as compared
with other constituents, I do not think that this suggestion can prevail.

So far, I think, the Defendants fail in their contentions; but I have now to 45
consider a different matter altogether. The Patentee contemplates omitting
stages of his process which are immaterial-saturation of the fabric which he
uses with an aqueous solution of nitrate or acetate of the oxides he refers to
prior to burning, and he also contemplates that the fabric can be painted with
or dipped into a concentrated solution of the salts so as to provide a fresh layer 50
of the metallic salts, which becomes fully oxidised soon after the fabric has
become incandescent. The Defendants in their process use zirconia and half
per cent. of cerium. I need not trouble about any other substances, as Mr.
Bousfietd fairly admitted, but they apply the cerium by painting only without
previously using an aqueous solution containing that substance. 55

On the question of construction of the Specification, the Defendants have
failed to satisfy me that they are right. They use in substance one of the
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prescriptions given, and unless they can differentiate what they do from what
is covered by the Plaintiffs' Patent upon the ground that the method of applica
tion of the cerium to the zirconia mantle is sufficiently distinct from the method
ernployed by the Plaintiffs, I think they fail.

5 The Sunlight case is absolutely distinguishable from the present in this-
that the Defendants did not in that case make use of one of the rare earths for
the source of their main illuminant po,ver. They used chromium, not a rare
earth, and not one of the substances referred to in the Specification. Upon the
evidence before me I do not think that there is any such distinction to be

10 drawn in reference to the method of application of the rare earth cerium to
the zirconia mantle as will entitle the Defendants to say that they have not
substantially taken the Wetsbach. process and produced the same result by
means of the use of zirconia plus a small quantity of cerium.

There is a difference of opinion between Dr. Deioar and Mr. Ballantyne on
15 the one hand, and Sir William Crookes on the other, upon the question whether

or not an improved result is obtained by introducing the cerium in the collodion
coating on to the zirconia mantle, as is done by the Defendants, instead of
introducing it with the zirconium and lanthanum into the aqueous solution in
which the fabric is dipped, as suggested in the Welsbach. Patent. Sir William

20 Crookes finds an improved result in respect of illuminating power if it is intro
duced in the way the Defendants introduce it. Dr. Dewar and Mr. Ballantyne
say that the result of their experiments shows that it makes no difference.
I think the result of the evidence is that, in whichever way the cerium is
applied, a permeation of the whole mass of the whole mantle is obtained,

25 although the result is more certainly equal in the case of the Welsbach. method
being employed. It is true that in the Su,nlight case Mr. Justice Wills refers
to the different method of applying the chromium as one of the points going
to show that in that case there was no infringement, and he sums up the result
of the evidence in that case as follows :-" No use is rnade by the Defendants

30 "of any of the rare earths, and their choice of substances, and their method of
10' applying the illuminants, appear to be as wide asunder as the poles from
" those contemplated by Welsbach:" I do not gather that if the Defendants in
that case had used one of the rare earths instead of chromi UUl that Mr.
Justice JiJTills would have arrived at the conclusion he did; and I have in the

35 present case evidence which satisfies file that the Defendants do use a process
or method of applying the illuminant ,. cerium," a rare earth, so as to effect
substantially the same permeation and incorporation of the mantle as is effected
by the Welsbach method.

Upon the whole case, I think the Plaintiffs are entitled to succeed.
40 Terrell, Q.C.-Then there will be judgment as against The Daylight

Incandescent ComJJa1lY and Arthur Hill.
BYRNE, J.-Who is ...Arthur Hill?
Terrell, Q.C.-Arthur Hill is Secretary of the Company.
BYRNE, J.-Is it usually granted against the Secretary of a Company?

45 Terrell, Q.C.-It is against everybody connected with the infringement; it is
a case of tort. Then the judgment will be a judgment for an injunction
with an inquiry as to damages?

BYRNE, J.-Yes.
Terrell, Q.C.-And costs as between solicitor and client?

50 BYRNE, J.-The validity of the Patent was not disputed here. It is pure
infringement.

Terrell, Q.C.-It does not matter under the Act.
BYRNE, J.-I think you are right. I had the same discussion the other day. A

passage was read to me in which one learned Judge did not give these costs; but
55 this is a case in which the validity of the Patent has been clearly involved and

a certificate given in a former action. The rule applies to all actions of infringe
ment, and not ~ecessarily to actions disputin~ the v~lidity of the Patent, and,
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unless some very special reason is shewn, I see no reason to depart from what
the section says.

Grahctln.-I do not think it is the ordinary rule. I can refer your Lordships
to some cases in which it has not been done. One which occurs to me at this
moment is the Pneumatic T'ure Comparu) v: The East London Rubber Companq, 5
1~1 R.P.C. 77. Mr. Justice Romer there refused to give solicitor and client costs .

....Moulton, Q.C.-There validity came into question, and there was no reason
whatever for not doing it, except that there were special circumstances in the case.

Graha'nL-Then there was the case of Otto v. Steel.
BYRNE, J.-That was a case that was cited to me the other day. 10
Graharn.c-Lx: that case the Patent was attacked on every conceivable ground,

and on that occasion Mr. Justice Pearson refused to give solicitor and client costs.
BYRNE, J.-The fact that in one particular case the learned judge thought it

was not a proper case to give solicitor and client costs, without giving any
principle on which he went, does not materially assist me. 15

GrahaJn.-The reason why Mr. Justice Romer did not give them was that it
was optional with him whether he should give them or not, and he thought it was
a reasonable case to be tried, and he did not think the Defendant in a reasonable
case should be prejudiced because the Patent had been upheld before. That
was the ground of the decision. 20

BYRNE, J.-Of course, without consideration of all the facts of that case, I
cannot say. In that case there seems to have been a dispute as to the validity
of the Patent in the second action also, and Mr. Justice Romer begins his
judgment by saying: "Tuasmnch as the evidence before me somewhat differs
" from that in the prior action, and the case is one of considerable importance, 25
" which may come before other Courts, I think it right to state fully my reasons
" for the conclusion I have arrived at." So that, he says, the case is one of
considerable importance, and the evidence differs from that in the prior case.

Grahaln.-So it does here, and we are in a better position than the Defendant
was in there, because we have not put the Plaintiffs to the trouble and expense of 30
npholding the Patent again; they did so there, but notwithstanding they had done
that, and they were proved to be wrong in doing it, still the judge thought it
was not a case in which to make the Defendants pay solicitor and client costs.
Then there is a case of The Automatic Weiqhiru) Machine Companu v, The
International Hygienic Societu, 6 1{.P.C. 480. That was before Mr. Justice 35
Charles, He said, "There was no question of the validity of this Patent raised
" before me at all. 'I'he only question was, whether the Defendants' machine
" was an infringement of an admittedly valid Patent of the Plaintiff, and I
" am, therefore, of opinion that even if Section 31 does apply, I ought to
"certify that the Plaintiff ought not to have his costs as between solicitor 40
" and client." That was the view Mr. J ustice Charles took.

BYRNE, J.-That does not give any special reason. There must be something
special in the facts of the particular case.

GrahaJn.-He does not give his reasons, but I submit to your Lordship
there is no settled rule-it is entirely in your Lordship's discretion. 45

BYRNE, J.-Yes, it is entirely in my discretion. It is a rule to be followed,
unless I see good reason to the contrary. The only question is, whether I
should depart from the terms of the section; what you have to do is to show
me in this case why I should depart from the ordinary rule?

GrahclJn.-I say on that point, this case does not differ in any material 50
respect from the cases I have cited, except in this respect, that it is in favour of
the Defendants that we have not put the Plaintiffs to the trouble of proving
the validity of their Patent.

Bousfield, Q.C.-The section is not intended to give a Patentee an advantage
as a litigant which other litigants do not possess, except that, if somebody, after 55
the matter has been once settled, C0111es and tries the same matter over again,
he is penalised to that extent : but 1 think your Lordship will agree with me"
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having been familiar with all the points that have been raised here, that the
question raised and argued here was an entirely new question and not touched
by the prior decision. It depends altogether on what the mention of the word
cerium meant, which, of course, was not touched in the least by the other

;) case; because your Lordship is not trying the old case over again, but an
entirely new point on which the prior decision was silent, and for that reason
I submit that the Defendants ought not to be penalised.

BYRNE,J.-I see in this case no reason for making any special order in the matter.
I make no order that the costs are not to be as between solicitor and client.

10 An order for delivery up of infringing articles in the possession of the
Defendants, their servants and agents, was made, the Plaintiffs undertaking,
if notice of appeal was given within a month and the appeal was prosecuted
with due diligence, to retain such articles pending the appeal.

Terrell, Q.C.-There is a Defendant Arthur Dann , he has been served, and
15 has entered an appearance, but he was only successfully served a short time

before the trial. He has entered an appearance by the same solicitors as instruct
my learned friends, and we have a letter from those solicitors dated 16th
March :-" We have to-day entered an appearance on behalf of Mr. Arthur
" Dann, one of the Defendants named in the writ, who was served, as we under-

20 "stand, on Saturday, March 4th, and we are instructed to inform you that he
" will be bound by the decision of the Court on the question of infringement;
" but that, having regard to the fact that you served him only just before the
" hearing of the action, he will not admit any liability for costs (if any). Mr.
" Grantoif, we understand, has not been served."

2;) BYRNE, J.-That letter is equivalent really to a written undertaking that he
will abide by the decision, so that it will form the foundation of proceedings
against him hereafter if he should do anything. But I cannot see how I can
make an)" order against him.

Bousfield, Q.C.-I appear for Mr. Dann. As regards the injunction Mr.
ao Dann submits to it; but, except the service of the writ, he has had no subse...

quent proceedings served upon him. The writ was served only just before the
date of the trial.

BYRNE, J.-Which would justify him in not appearing; but can he appear
for one purpose and not for another ?

35 Bousfield, QoC.-I appear for all purposes, and, if my learned friend is going
on, I appear to ask for an adjournment of the proceedings in order that Mr.
Dann rna)" be properly served.

BYRNE, J.-The case is very simple. This gentleman has not been served in
such a way, as I understand, as that relief can be asked against him now. If

40 he volunteers to appear, he volunteers to appear for all purposes of the trial.
If he appears for all purposes of the trial, he must be treated like the other
Defendants. I cannot separate him, and say I will give an injunction
against him, but will not give other relief. He says now, "I am quite
" willing, if you like, for you to take the injunction against me without costs."

4-5 That they may accept or refuse, and if in the face of it they go on and bring
on their action afterwards there may be some question to be considered.

Bousfield) Q.C.-That is all I say.
Terrell, Q.C.-Then there will be no relief against him, and only relief

against The Daylight Con~pany and Arthur Hill.
50 BYRNE, J.-Very well.

On the 12th of 1\Iay 1899 a motion was made to vary the judgment againRt
the D\."endant Arthur Hill, the Secretary of the Defendant Company. .

Graham read an affidavit made by the Defendant Arthur Hill. "I'he judgment
was allowed to be taken against this Defendant per incuriam. There was no

55 evidence against him that he had infringed. [BYRNE, J.-N0 defence was de
livered by him.] The defence delivered was intended to be his defence also.

T. Terrell, Q.C. (A. J. Walter with him) for the Plaintiffs.-On the facts
21
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stated in the affidavit this Defendant is liable. The officers of a Oompany may
be liable for acts done in their capacity as officers. The whole business of this
Company was to infringe our Patent, and this Defendant admittedly transacted
the business of the Oompany. The fact of sale was not substantially contested;
the real point was whether what was done constituted infringement. 5

Graham in reply.-The Defendants must not be taken as answering for each
other; each is not liable for the infringements by the others. There is no case
in which a Secretary has been held liable for infringement by his Company.
[Joint Stock Discount aon~lJ(tny v. Brr)7on, L.R. 8 Eq. 381, at page 406, was
referred to.] 10

BYRNE, J.-In this case a difficulty has arisen owing to the fact that per
incuriam a judgment was taken against the Defendant Hill without any
opposition being offered to it at the trial. I called attention to the point when
judgment was asked against him, and I said, " Is that usual," and per incuriam
Counsel did 110t then get up and say, " I object" on his behalf. Hill was the 15
Secretary of the Company; the Company were infringers. 'l'he allegation in the
Statement of Claim alleges that the Defendants have infringed-that means the
Company and the other persons ,vho were Defendants. In fact Hill, the
Secretary, did not deliver any defence, The Company delivered a defence, and
the Defendant Oompany deny that they have infringed the Letters Patent as 20
alleged in the Statement of Olaim and Particulars of Breaches in any way,
Hill says fairly enough he meant the Company's defence to be taken as his
defence, and having regard to that fact, and to the fact that he appeared at the
trial by the same solicitors and Counsel as the Company, and adopted their
defence as to infringement, he justified therefore what they had done together 25
with them. It is true that no evidence was adduced at the trial showing that
Hill took any personal part in the acts of infringement, and I think therefore
that I am justified in saying that I do not think the judgment for damages
ought to go against him. He was a servant of the Company, and so far as I
know had absolutely nothing whatever to do with the infringement until the 30
action, when he took it on himself to join with the Company, and say" It is
" not an infringement, and I justify," and he did not say that assuming there had
been an infringement by the Company he himself repudiated their acts. I
think under those circumstances having taken this course, and thereby
challenged the Plaintiffs to this extent, he would have fallen within an ordinary 35
injunction restraining the Company, their servants and agents, from doing
what was complained of. He being a party, and present, and justifying, I
think the judgment may fairly and rightly go against him for the injunction.
I have said I do not think he ought to be made liable in damages. There
is no evidence to show that he took any personal part in the actual acts that had :.10
been committed. I do not see my way to relieve him from such share of the
costs as he will have to bear in consequence of the judgment, so that the
judgment will be drawn up with damages only as against the Company.

Terrell, Q.C.-Then I ask for the costs of this application to be costs in the action.
BYRNE, J.-Yes. I am afraid I must do that. 45
Terrell, Q.O.-Then there is one application I forgot at the trial, and no donbtyour

Lordship will allow me to make it now. I forgot to ask for the Certificate as to the
Particulars of Breaches. There is only one Breach,and we proved it up to the hilt.

BYRNE, J.-Now you have not your opponent here.
Terrell, Q.C.-Mr. Graham is here, and it will save another motion. 50
Graham.-I am not instructed to appear. The matter had better h~~~e the

usual course.
BYRNE, J.-I cannot do this except on a regular notice. I would have

assisted the parties to save expense if it were assented to, but if not there is a
regular way of doing it. 55
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